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DETAILED ACTION 
Status of the Claims 

1. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office Action. 

2. Applicants' arguments, filed 09/25/2008, have been fully considered 
but they are not deemed to be persuasive. Rejections and/or objections not 
reiterated from previous office actions are hereby withdrawn. The following 
rejections and/or objections are either reiterated or newly applied. They constitute the 
complete set presently being applied to the instant application. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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5. Claimsl and 3 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Itoh et al (US 5,371,101) in view of Kim et al (US 6,552,080). 

6. Instant claim 1 is drawn to compounds of formula (I) which encompass the 



J 



\ 



following compound "' : : ' : ' : : : : : : : : : ' ' ' : : : : : : : : : : : : : : :: : ■ ■ ; 
(Table V, Example 90) and which are alleged antifungal compounds. 
7. Itoh et al teach structurally and functionally related compounds. Specifically, Itoh 
et al teach the following antifungal compounds: 



(Column 59, Table 9, No. 8) 
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N: • 



(Column 59, Table 9, No. 12) 




(Column 61, Table 12, No. 32) 



oh r \ f=\ 




(Column 61, Table 13, No. 34) 
Although Itoh et al do not teach the compound recited by instant claim 1 , it is noted that 
the core structure taught by Itoh et al is identical to the core structure of the compound 
recited by instant claim 1 and, furthermore, that the compound of instant claim 1 differs 
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from Itoh et al only in the substitution of phenol with (in the instant 

compound) as opposed to, for example, 0-CF 3 (In Itoh et al). It would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
include this moiety in the compound taught by Itoh et al for the following reasons: 
8. FIRST, Itoh et al disclose several compounds containing the same core structure 
as the compounds of instant claim 1 which differ only in the modification at phenol and 
Itoh et al teach that these compounds can be modified at phenol. For example, in the 
above discussed examples disclosed by Itoh et al, the reference teaches modifications 
at phenol such as -OCH 3 , -OCF 3) and -0(CH)(CH 3 )2 etc. Accordingly, it would have 
been obvious to a person of ordinary skill in the art to envisage modification of the 
compound taught by Itoh et al and, furthermore, it would have been obvious to a person 
of ordinary skill in the art to envisage modifying the compound taught by Itoh et al at that 
specific position; namely, phenol. 
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9. SECOND. Kim et al teach the group represented by 
fungicidal compounds (For example, Column 41, Example No. 105). More specifically, 
Kim et al teach "a fungicidal compound... having a fluorovinyl... moiety... useful for 
protecting crops from fungal diseases" (abstract). Accordingly, one of ordinary skill in 
the art at the time the invention was made would have recognized that compounds 



containing the group represented by 



\ J 



1 



have fungicidal activity. 
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10. THIRD, Kim et al specifically provide the motivation to include the group 



represented by 



in fungicidal compounds. Specifically, Kim et al 
teach that "the compounds of the present invention have a broad fungicidal activity 
spectrum against the target fungi when compared with the control compounds such as 
ORIBRIGHT and FENARIMOL" (Column 57, Lines 53-57). Notably, although 
ORIBRIGHT™ and FENARIMOL™ share some structural similarities with the 
compound disclosed by Kim et all, neither ORIBRIGHT™ nor FENARIMOL™ contain a 
fluorovinyl moiety. Accordingly, one of ordinary skill in the art at the time the invention 
was made would have recognized a motivation to include the moiety in compounds 
having antifungal activity. 

11. And FOURTH, Kim et al teach that it is routine to react phenol with the group 



represented by 



to generate compounds. Specifically, Kim et al 
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teach the reaction of the group represented by ^ ■■■■■■■■■■■■■■■■■■■■■■■■■■■■■■■■■■ •'' with phenol in 

Reaction Scheme G (Column 12, Lines 50-65). As disclosed by Kim et al, the reaction 
as shown in Reaction Scheme G is carried out "according to a conventional method" 
(Column 12, Lines 45-49). Accordingly, one of ordinary skill in the art at the time the 
invention was made would have known to react the moiety at phenol. 

12. Thus, based on Kim et al - which teach that compounds containing a fluorovinyl 
moiety exhibit enhanced fungicidal activity compared with compounds that lack the 
moiety - it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include a fluorovinyl moiety into the invention taught by Itoh et al, 
a known fungicidal, in an effort to enhance the fungicidal activity. Furthermore, it would 
have been obvious to a person of ordinary skill in the art to include the moiety at the 
phenol position in Itoh et al to generate a compound encompassed by instant claim 1 
since Itoh et al teach that the phenol position is capable of being modified and 
additionally because Kim et al specifically teach the addition of the moiety at phenol. In 
light of the foregoing, claim 1 is obvious. 

13. Instant claim 3 is drawn to "a fungicidal composition comprising the compound 
according to claim 1 or 3 as an active ingredient and an inert carrier" (claim 3). Itoh et al 
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specifically teach the compound "when it is used as an antifungal agent... is dissolved or 
dispersed in a suitable liquid carrier or mixed or absorbed with a suitable solid carried" 
(Column 14, Lines 47-52) and that "examples of the liquid carried used are water..." 
(Column 14, Line 63). Thus, Itoh et al specifically teach the compound which, as 
discussed above, is obvious in view of Kim et al, as an active ingredient with an inert 
carried in a fungicidal composition. Accordingly, claim 3 is obvious. 
14. Applicant's argument that one of ordinary skill in the art would not have found it 
obvious to combine the references of Itoh et al and Kim et al to modify the core 



persuasive. Applicant argues that the core structures of Kim et al and Itoh et al are 
quite different from each other. Although Applicant is correct that the core structures of 
Kim et al and Itoh et al are quite different from each other, the core structure of Itoh et al 
and the instant invention are identical, with the only difference being the substitution of 



structure of Itoh with 




as disclosed in Kim et al is not found 
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phenol in the compounds taught by Itoh et al with in the instant 

invention. Kim et al teaches the above fluorvinyl moiety in compounds having 
enhanced fungicidal activity over related compounds lacking the fluorovinyl moiety. 
Thus, the skilled artisan would have been motivated to include the fluorovinyl moiety in 
other antifungal compounds (such as those taught by Itoh et al) in an effort to enhance 
antifungal activity of such compounds and, in doing so, would have arrived at the instant 
compounds. Thus, it is irrelevant that the core structures of Kim et al and Itoh et al are 
different from each other. 

15. Applicant further argues that the purpose of the present invention is to provide a 
compound having a high anti-fungal activity against a wide spectrum of pathogenic fungi 
which also exhibits low toxicity. Since the fungicidal compound of Kim et al is useful 
only for treating crops, not humans, Applicant contends it would not have been obvious 
to modify the teaching of Itoh et al with Kim et al to arrive at the instant invention. 
However, Applicant's argument is based on limitations which are not present in the 
claims. No where in the claims does Applicant recite that the azole derivatives of 
formula (I) are of low toxicity or useful for humans for oral administration. Accordingly, 
these limitations are not accorded patentable weight. The skilled artisan would have 
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been motivated to combine the teachings of Itoh et al with Kim et al to enhance the 
fungicidal activity of the compounds taught by Itoh et al. Since Itoh et al clearly teach 
that the compounds disclosed can be "used as an antifungal agent for agricultural 
purposes" (Column 14, Lines 48-49) the skilled artisan would have readily looked to Kim 
et al for guidance. 

16. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Itoh 
et a/ (US 5,371,101) in view of Kim etal (US 6,552,080) as applied to claims 1 and 3 
above, and in further view of Boyle et al (Ann NY Acad Sci 544:86-100, 1988), cited 
in a previous Office Action. 

17. As discussed above, the compound of formula (I) as recited by claim 1 is obvious 
under Itoh et al in view of Kim et al. However, Itoh et al in view of Kim et al do not teach 
antifungal compounds containing the non-oxygenated triazole as recited by instant 
claim 2. 

18. Boyle et al teach antifungal compounds containing a non-oxygenated triazole 
attached to the identical core described by the instant application (entire document). 
More specifically, Boyle et al teach, for example, the following compounds with 
antifungal activity having a non-oxygenated triazole attached to the instant core: 
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(Page 97, Table 5). Accordingly, it would have been obvious to a person of ordinary 
skill in the art at the time the invention was made to use compounds having either an 
oxygenated triazole (as taught by Itoh et al) or a non-oxygenated triazole (as taught by 
Boyle et al). 

19. Applicant's argument that one of ordinary skill in the art at the time the invention 
was made would never have utilized the compounds or teachings of Boyle et al to 
modify the primary and secondary references of Itoh et al and Kim et al is not found 
persuasive. Applicant argues that the majority of compounds cited in Table 5 above 
were not considered to be appropriate and efficacious for in vivo use. Again, 
Applicant's argument is based on limitations which are not present in the claims. No 
where in the claims does Applicant recite that the azole derivatives of formula (I) are for 
in vivo use. Accordingly, these limitations are not accorded patentable weight. 
Furthermore, assuming arguendo that the limitations had been accorded patentable 
weight, Applicant is directed to Page 98, Paragraph 2 of Boyle et al, referring to 
compound 34 listed on Table 5 above, "ICI 195,739... had a nearly optimal profile of 
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increased in vitro potency, a broad spectrum of activity, an oral activity at 0.50-0.25 
mg/kg, and an elimination half-life of 24 nr." 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRAIG RICCI whose telephone number is (571) 270- 
5864. The examiner can normally be reached on Monday through Thursday, and every 
other Friday, 7:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ardin Marschel can be reached on (571) 272-0718. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CRAIG RICCI/ 
Examiner, Art Unit 1614 



/Ardin Marschel/ 

Supervisory Patent Examiner, Art Unit 1614 



